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THE REPLY FILED 16 September 2002 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1 ) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) ^ The period for reply expires 3_months from the mailing date of the final rejection. 

b) Q The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1 136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension 
fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension 
fee under 37 CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or 
(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if 
timely filed, may reduce any earned patent term adjustment See 37 CFR 1 .704(b). 

1 .□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

20 The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) O they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3-D Applicant's reply has overcome the following rejection(s): . 

4. Q Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. ^ The a)D affidavit, b)Q exhibit, or c)[3 request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See Continuation Sheet . 

6. D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. ^ For purposes of Appeal, the proposed amendment(s) a)D will not be entered or b)^ will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: 6 and 7 . 

Claim(s) rejected: 1-5 and 8-10 . 

Claim(s) withdrawn from consideration: . 

8. Q The proposed drawing correction filed on is a)Q approved or b)0 disapproved by the Examiner. 

9. D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 

10. D Other: 
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Continuation of 5. does NOT place the application in condition for allowance because: Anticipatory reference need not duplicate, word for 
word, what is in claims; anticipation can occur when claimed limitation is "inherent"' or otherwise implicit in relevant reference (Standard 
Havens Products Incorporated v. Gencor Industries Incorporated, 21 USPQ2d 1321). During examination before the Patent and 
Trademark Office, claims must be given their broadest reasonable interpretation and limitations from the specification may not be imputed 
to the claims (Ex parte Akamatsu, 22 USPQ2d t 1918; In re Zletz, 13 USPQ2d 1320, In re Priest, 199 USPQ 11). In response to 
Applicant's argument, the law of anticipation requires that a distinction be made between the invention described or taught and the 
invention claimed. It does not require that the reference "teach" what the subject patent teaches. Assuming that a reference is properly 
"prior art," it is only necessary that the claims under consideration "read on" something disclosed in the reference, i.e., all limitations of the 
claim are found in the reference, or "fully met" by it. It was held in In re Donohue, 226 USPQ 619, that, "It is well settled that prior art 
under 35 USC §102(b)must sufficiently describe the claimed invention to have placed the public in possession of it.. .Such possession is 
effected if one of ordinary skill in the art could have combine the description of the invention with his own knowledge to make the claimed 
invention." Clear inference to the artisan must be considered, In re Preda, 159 USPQ 342. A prior art reference must be considered 
together with the knowledge of one of ordinary skill in the pertinent art, In re Samour, 197 USPQ 1 . During patent examination, the 
pending claims must be "given the broadest reasonable interpretation consistent with the specification." Claim term is not limited to single 
embodiment disclosed in specification, since number of embodiments disclosed does not determine meaning of the claim term, and 
applicant cannot overcome "heavy presumption" that term takes on its ordinary meaning simply by pointing to preferred embodiment 
(Teleflex Inc. v. Ficosa North America Corp., CA FC, 6/21/02, 63 USPQ2d 1374). Applicant always has the opportunity to amend the 
claims during prosecution and broad interpretation by the examiner reduces the possibility that the claim, once issued, will be interpreted 
more broadly than is justified. In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA1969). "Arguments that the alleged 
anticipatory prior art is nonanalogous art' or teaches away from the invention* or is not recognized as solving the problem solved by the 
claimed invention, [are] not germane' to a rejection under section 102." Twin Disc, Inc. v. United States, 231 USPQ 417, 424 (CI. Ct. 
1986) (quoting In re Self, 671 F.2d 1344, 213 USPQ 1, 7 (CCPA 1982)). A reference is no less anticipatory if, after disclosing the 
invention, the reference then disparages it. The question whether a reference "teaches away" from the invention is inapplicable to an 
anticipation analysis. Celeritas Technologies Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. 
Cir.1998). For example, Tarn clearly discloses: 

"Atelephone subscriber unit as in claim 6 wherein the handset additionally includes a speaker, and the subscriber unit additionally 
comprises: 

means for detecting an incoming wireline call; and 

means for sounding a wireline alert tone on the speaker when an incoming wireline call is detected, the wireline alert tone being different 
from the cellular alert tone. " 

Since applicant has FAILED to claim what "service " the alert tones identify, the examiner can take any "service options." In the case of 
Tarn, the service options are wireline and cellular telephone service. The specification is not the measure of the invention. Therefore, 
limitations contained therein can not be read into the claims for the purpose of avoiding the prior art (In re Sporck, 155 USPQ 687). 
Attempt to invoke limitations present in the preferred embodiment but absent from the claims themselves violates the established claim 
construction principles. 
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